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DETAILED ACTION 



Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-15, 38, and 74-81 , drawn to a surface plasmon resonance 
sensor having a groove pitch and a groove orientation of each diffraction 
grating surface, in addition to an angle that each diffraction grating surface 
forms with a predetermined reference plane, are adjusted in such a 
manner that when the diffraction grating surfaces are projected onto a 
predetermined projection plane, the groove orientations in the projection 
plane are identical while the groove pitches in the projection plane are 
different among the diffraction grating surfaces, classified in class 422, 
subclass 68.1, for example. 

II. Claims 16-18 and 24-26, drawn to a method of quantitatively and/or 
qualitatively analyzing a sample using a surface plasmon resonance 
sensor chip by calculating a resonance angle at which a resonance 
phenomenon of a evanescent wave and a surface plasmon wave occurs, 
based on both a measured intensity of a reflected light due to each 
diffraction grating surface and an inclination angle that each diffraction 
grating surface forms with a reference plane, classified in class 436, 
subclass 51 8, for example. 
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III. Claim 19 and 23, drawn to a method of quantitatively and/or qualitatively 
analyzing a sample using a surface plasmon resonance chip by assigning 
a plurality of different samples to plural flow channels, respectively, and 
letting each of the sample flow through the respective flow channel, while 
irradiating the sensor surface with light in parallel to the specific plane at a 
predetermined incident angle, classified in class 436, subclass 518. 

IV. Claims 20-22 and 87-91 , drawn to a method of quantitatively and/or 
qualitatively analyzing a sample using a surface plasmon resonance chip 
by determining a variation between a measured intensity of a reflected 
light due to each diffraction grating surface and a intensity of light reflected 
when any sample is not in contact with the sensor surface, classified in 
class 436, subclass 524, for example. 

V. Claims 27, 29, and 35-37, drawn to an apparatus for quantitatively and/or 
qualitatively analyzing a sample using a surface plasmon resonance 
sensor chip including calculating means for calculating a resonance angle 
at which a resonance phenomenon of an evanescent wave and a surface 
plasmon wave occurs, based on both an intensity, measured by a 
measuring means, of a reflected light due to each diffraction grating 
surface and an inclination angle that each diffraction grating surface forms 
with a reference plane, classified in class 422, subclass 50, for example. 

VI. Claims 28 and 30, drawn to an apparatus for quantitatively and/or 
qualitatively analyzing a sample using a surface plasmon resonance 
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sensor chip including calculating means for calculating a resonance angle 
at which a resonance phenomenon of an evanescent wave and a surface 
plasmon wave occurs, based on both the intensity, corrected by a 
correcting means, of a reflected light due to each diffraction grating 
surface and an inclination angle that each diffraction grating surface forms 
with a reference plane, classified in class 435, subclass 283.1 , for 
example. 

VII. Claims 31-33, 100-102, drawn to an apparatus for quantitatively and/or 
qualitatively analyzing a sample using a surface plasmon resonance 
sensor chip including determining means for determining a variation 
between an intensity, measured by measuring means of a reflecting light 
due to each diffraction grating surface and an the intensity of the light 
reflected when any sample is not in contact with the sensor surface, 
classified in class 422, subclass 82.05, for example. 

VIII. Claim 34, drawn to an apparatus for quantitatively and/or qualitatively 
analyzing a sample using a surface plasmon resonance sensor chip 
including determining means for determining a variation between an 
intensity of a light reflected by each diffraction grating surface and 
received by a light receiving means and the intensity of the light reflected 
when any sample is not flowing through each flow channel, classified in 
class 422, subclass 63, for example. 
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IX. Claims 82-84 and 92-94, drawn to a method of quantitatively and/or 
qualitatively analyzing a sample using a surface plasmon resonance 
sensor by identifying a groove pitch at which a resonance phenomenon of 
a evanescent wave and a surface plasmon wave occurs, based on a 
measured intensity of a reflected light due to each diffraction grating 
surface, classified in class 436, subclass 525, for example. 

X. Claims 85 and 86, drawn to a method of quantitatively and/or qualitatively 
analyzing a sample using a surface plasmon resonance sensor chip by 
identifying each flow channel, a groove pitch at which a resonance 
phenomenon of a evanescent wave and a surface plasmon wave occurs, 
based on a measured intensity of a reflected light due to each diffraction 
grating surface, classified in class 435, subclass 4, for example. 

XI. Claims 95, 97, and 105-107, drawn to an apparatus for quantitatively 
and/or qualitatively analyzing a sample using a surface plasmon 
resonance sensor chip including analyzing means for identifying a groove 
pitch at which a resonance phenomenon of an evanescent wave and a 
surface plasmon wave occurs, based on an intensity, measured by a 
measuring means, of a reflected light due to each diffracting grating 
surface, and for quantitatively and/or qualitatively analyzing the sample 
based on the identified groove pitch, classified in class 422, subclass 
82.09, for example. 
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XII. Claim 96, drawn to an apparatus for quantitatively and/or qualitatively 
analyzing a sample using a surface plasmon resonance sensor chip 
including analyzing means for identifying a groove pitch at which a 
resonance phenomenon of an evanescent wave and a surface plasmon 
wave occurs, based on the intensity, corrected by a correcting means, of a 
reflected light due to each diffraction grating surface and for quantitatively 
and/or qualitatively analyzing a sample based on the identified groove 
pitch, classified in class 422, subclass 61 , for example. 

XIII. Claims 98 and 99, drawn to an apparatus for quantitatively and/or 
qualitatively analyzing a sample using a surface plasmon resonance 
sensor chip including analyzing means for identifying, for each flow 
channel, a groove pitch at which a resonance phenomenon of an 
evanescent wave and a surface plasmon wave occurs, based on an 
intensity, measured by a measuring means, of a reflected light due to 
each diffraction grating surface, and for quantitatively and/or qualitatively 
analyzing each sample flowing through respective flow channel, base on 
the groove pitch identified for each flow channel, classified in class 422, 
subclass 57, for example. 

XIV. Claims 1 03 and 1 04, drawn to an apparatus for quantitatively and/or 
qualitatively analyzing a sample using a surface plasmon resonance 
sensor chip including analyzing means for selecting, for each flow 
channel, a diffraction grating surface whose variation, determined by a 
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determining means, of a reflected light intensity is within a predetermined 
allowable range for determination and for quantitatively and/or qualitatively 
analyzing each sample flowing through the respective flow channel based 
on the variation of the reflected light intensity of the diffraction grating 
surface selected for each flow channel, classified in class 422, subclass 
55, for example. 

XV. Claim 108, drawn to a surface plasmon resonance sensor chip having a 
diffraction grating curved surface having a curved surface form in a 
convex shape whose-light irradiated side bulges out, classified in class 
435, subclass 287.1 , for example. 

XVI. Claims 109 and 110, drawn to a surface plasmon sensor chip having a 
resonance area with a plurality of continuous areas discretely formed on a 
sensor surface disposed on a same plane or a same plane partially having 
a gently curved surface, classified in class 435, subclass 288.3, for 
example. 

2. The inventions are distinct, each from the other because of the following reasons: 

3. Inventions I and II are related as product and process of use. The inventions can 
be shown to be distinct if either or both of the following can be shown: (1 ) the process 
for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of 
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using that product (MPEP § 806.05(h)). In the instant case the product as claimed can 
be used in a materially different process. For example, the product of Group I can be 
used with the method of Groups III, IV, IX, and X. 



4. Inventions I and III are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1 ) the 
process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case the product as 
claimed can be used in a materially different process. For example, the product of 
Group I can be used with the method of Groups II, IV, IX, and X. 

5. Inventions I and IV are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1 ) the 
process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case the product as 
claimed can be used in a materially different process. For example, the product of 
Group I can be used with the method of Groups II, III, IX, and X. 

6. Inventions I and IX are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1) the 
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process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case the product as 
claimed can be used in a materially different process. For example, the product of 
Group I can be used with the method of Groups ll-IV and X. 

7. Inventions I and X are related as product and process of use. The inventions can 
be shown to be distinct if either or both of the following can be shown: (1 ) the process 
for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of 
using that product (MPEP § 806.05(h)). In the instant case the product as claimed can 
be used in a materially different process. For example, the product of Group I can be 
used with the method of Groups I ll-IV and IX. 

8. Inventions V and I are related as combination and subcombination. Inventions in 
this relationship are distinct if it can be shown that (1 ) the combination as claimed does 
not require the particulars of the subcombination as claimed for patentability, and (2) 
that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because the combination as claimed does 
not require the particulars of the subcombination as claimed for patentability. For 
example, the apparatus of Group V can be used with the surface plasmon resonance 
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sensor chip of Group XVI. The subcombination has separate utility such as use in 
apparatuses of Groups VI-VIII and XI-XIV. 

9. Inventions VI and I are related as combination and subcombination. Inventions 
in this relationship are distinct if it can be shown that (1 ) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and 
(2) that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because the combination as claimed does 
not require the particulars of the subcombination as claimed for patentability. For 
example, the apparatus of Group VI can be used with the surface plasmon resonance 
sensor chip of Group XVI. The subcombination has separate utility such as use in 
apparatuses of Groups V, VII, VIII, and XI-XIV. 

10. Inventions VII and I are related as combination and subcombination. Inventions 
in this relationship are distinct if it can be shown that (1 ) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and 
(2) that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because the combination as claimed does 
not require the particulars of the subcombination as claimed for patentability. For 
example, the apparatus of Group VII can be used with the surface plasmon resonance 
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sensor chip of Group XVI. The subcombination has separate utility such as use in 
apparatuses of Groups V, VI, VIII, and XI-XIV. 

1 1 . Inventions VIII and I are related as combination and subcombination. Inventions 
in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and 
(2) that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because the combination as claimed does 
not require the particulars of the subcombination as claimed for patentability. For 
example, the apparatus of Group VIII can be used with the surface plasmon resonance 
sensor chip of Group XVI. The subcombination has separate utility such as use in 
apparatuses of Groups V-VII and XI-XIV. 

12. Inventions XI and I are related as combination and subcombination. Inventions 
in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and 
(2) that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because the combination as claimed does 
not require the particulars of the subcombination as claimed for patentability. For 
example, the apparatus of Group XI can be used with the surface plasmon resonance 
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sensor chip of Group XVI. The subcombination has separate utility such as use in 
apparatuses of Groups V-VIII and XII-XIV. 

13. Inventions XII and I are related as combination and subcombination. Inventions 
in this relationship are distinct if it can be shown that (1 ) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and 
(2) that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because the combination as claimed does 
not require the particulars of the subcombination as claimed for patentability. For 
example, the apparatus of Group XII can be used with the surface plasmon resonance 
sensor chip of Group XVI. The subcombination has separate utility such as use in 
apparatuses of Groups V-VIII, XI, XIII, and XIV. 

14. Inventions XIII and I are related as combination and subcombination. Inventions 
in this relationship are distinct if it can be shown that (1 ) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and 
(2) that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because the combination as claimed does 
not require the particulars of the subcombination as claimed for patentability. For 
example, the apparatus of Group XIII can be used with the surface plasmon resonance 
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sensor chip of Group XVI. The subcombination has separate utility such as use in 
apparatuses of Groups V-VIII, XI, XII, and XIV. 

15. Inventions XIV and I are related as combination and subcombination. Inventions 
in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and 
(2) that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because the combination as claimed does 
not require the particulars of the subcombination as claimed for patentability. For 
example, the apparatus of Group XIV can be used with the surface plasmon resonance 
sensor chip of Group XVI. The subcombination has separate utility such as use in 
apparatuses of Groups V-VIII and XI-XIII. 

16. Inventions ll-IV, IX, and X are independent and patentably distinct. Inventions 
are unrelated if it can be shown that they are not disclosed as capable of use together 
and they have different modes of operation, different functions, or different effects 
(MPEP § 806.04, MPEP § 808.01). In the instant case the method of Group II includes 
a step of calculating a resonance angle at which a resonance phenomenon of a 
evanescent wave and a surface plasmon wave occurs, based on both a measured 
intensity of a reflected light due to each diffraction grating surface and an inclination 
angle that each diffraction grating surface forms with a reference plane, which is not 
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required by the methods of Groups III, IV, IX, and X. The method of Group III includes a 
step of assigning a plurality of different samples to plural flow channels, respectively, 
and letting each of the sample flow through the respective flow channel, while irradiating 
the sensor surface with light in parallel to the specific plane at a predetermined incident 
angle, which is not required by the methods of Groups II, IV, IX, and X. The method of 
Group IV includes a step of determining a variation between a measured intensity of a 
reflected light due to each diffraction grating surface and a intensity of light reflected 
when any sample is not in contact with the sensor surface, which is not required by the 
methods of Groups II, III, IX, and X. The method of Group IX includes a step of 
identifying a groove pitch at which a resonance phenomenon of a evanescent wave and 
a surface plasmon wave occurs, based on a measured intensity of a reflected light due 
to each diffraction grating surface, which is not required by the methods of Groups ll-IV 
and X. The method of Group X includes a step of identifying each flow channel, a 
groove pitch at which a resonance phenomenon of a evanescent wave and a surface 
plasmon wave occurs, based on a measured intensity of a reflected light due to each 
diffraction grating surface, which is not required by the methods of Groups ll-IV and IX. 
Therefore, the methods of Groups ll-IV, IX, and X have different modes of operation. 

17. Inventions II and V-VIII, XI-XIV are related as process and apparatus for its 
practice. The inventions are distinct if it can be shown that either: (1 ) the process as 
claimed can be practiced by another materially different apparatus or by hand, or (2) the 
apparatus as claimed can be used to practice another and materially different process. 
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(MPEP § 806.05(e)). In this case the apparatus as claimed can be used to practice 
another and materially different process. For example, the apparatuses of Groups V- 
VIII and XI-XIV can be used with methods of Groups III, IV, X, and XI. 

18. Inventions III and V-VIII, XI-XIV,are related as process and apparatus for its 
practice. The inventions are distinct if it can be shown that either: (1 ) the process as 
claimed can be practiced by another materially different apparatus or by hand, or (2) the 
apparatus as claimed can be used to practice another and materially different process. 
(MPEP § 806.05(e)). In this case the apparatus as claimed can be used to practice 
another and materially different process. For example, the apparatuses of Groups V- 
VIII and XI-XIV can be used with methods of Groups II, IV, X, and XI. 

19. Inventions IV and V-VIII, XI-XIV are related as process and apparatus for its 
practice. The inventions are distinct if it can be shown that either: (1 ) the process as 
claimed can be practiced by another materially different apparatus or by hand, or (2) the 
apparatus as claimed can be used to practice another and materially different process. 
(MPEP § 806.05(e)). In this case the apparatus as claimed can be used to practice 
another and materially different process. For example, the apparatuses of Groups V- 
VIII and XI-XIV can be used with methods of Groups II, III, X, and XI. 

20. Inventions X and V-VIII, XI-XIV are related as process and apparatus for its 
practice. The inventions are distinct if it can be shown that either: (1 ) the process as 
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claimed can be practiced by another materially different apparatus or by hand, or (2) the 
apparatus as claimed can be used to practice another and materially different process. 
(MPEP § 806.05(e)). In this case the apparatus as claimed can be used to practice 
another and materially different process. For example, the apparatuses of Groups V- 
VIII and XI-XIV can be used with methods of Groups ll-IV and XI. 

21 . Inventions XI and V-VIII, XI-XIV are related as process and apparatus for its 
practice. The inventions are distinct if it can be shown that either: (1) the process as 
claimed can be practiced by another materially different apparatus or by hand, or (2) the 
apparatus as claimed can be used to practice another and materially different process. 
(MPEP § 806.05(e)). In this case the apparatus as claimed can be used to practice 
another and materially different process. For example, the apparatuses of Groups V-IX 
and XII-XV can be used with methods of Groups ll-IV and X. 

22. Inventions V-VIII and XII-XV are independent and patentably distinct. Inventions 
are unrelated if it can be shown that they are not disclosed as capable of use together 
and they have different modes of operation, different functions, or different effects 
(MPEP § 806.04, MPEP § 808.01). In the instant case the apparatus of Group V 
includes calculating means for calculating a resonance angle at which a resonance 
phenomenon of an evanescent wave and a surface plasmon wave occurs, based on 
both an intensity, measured by a measuring means, of a reflected light due to each 
diffraction grating surface and an inclination angle that each diffraction grating surface 
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forms with a reference plane, which is not required by the apparatuses of Groups VI-VIII 
and XI-XIV. The apparatus of Group VI includes calculating means for calculating a 
resonance angle at which a resonance phenomenon of an evanescent wave and a 
surface plasmon wave occurs, based on both the intensity, corrected by a correcting 
means, of a reflected light due to each diffraction grating surface and an inclination 
angle that each diffraction grating surface forms with a reference plane, which is not 
required by the apparatuses of Groups V, VII, VIII, and XI-XIV. The apparatus of Group 
VII includes determining means for determining a variation between an intensity, 
measured by measuring means of a reflecting light due to each diffraction grating 
surface and an the intensity of the light reflected when any sample is not in contact with 
the sensor surface, which is not required by the apparatuses of Groups V, VI, VIII, and 
XI-XIV. The apparatus of Group VIII includes determining means for determining a 
variation between an intensity of a light reflected by each diffraction grating surface and 
received by a light receiving means and the intensity of the light reflected when any 
sample is not flowing through each flow channel, which is not required by the 
apparatuses of Groups V-VII and XI-XIV. The apparatus of Group XI includes 
analyzing means for identifying a groove pitch at which a resonance phenomenon of an 
evanescent wave and a surface plasmon wave occurs, based on an intensity, measured 
by a measuring means, of a reflected light due to each diffracting grating surface, and 
for quantitatively and/or qualitatively analyzing the sample based on the identified 
groove pitch, which is not required by the apparatuses of Groups V-VII I and XII-XIV. 
The apparatus of Group XII includes analyzing means for identifying a groove pitch at 
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which a resonance phenomenon of an evanescent wave and a surface plasmon wave 
occurs, based on the intensity, corrected by a correcting means, of a reflected light due 
to each diffraction grating surface and for quantitatively and/or qualitatively analyzing a 
sample based on the identified groove pitch, which is not required by the apparatuses of 
Groups V-VIII, XI, XIII, and XIV. The apparatus of Group XIII includes analyzing means 
for identifying, for each flow channel, a groove pitch at which a resonance phenomenon 
of an evanescent wave and a surface plasmon wave occurs, based on an intensity, 
measured by a measuring means, of a reflected light due to each diffraction grating 
surface, and for quantitatively and/or qualitatively analyzing each sample flowing 
through respective flow channel, base on the groove pitch identified for each flow 
channel, which is not required by the apparatuses of Groups V-VIII, XI, XII, and XIV. 
The apparatus of Group XIV includes analyzing means for selecting, for each flow 
channel, a diffraction grating surface whose variation, determined by a determining 
means, of a reflected light intensity is within a predetermined allowable range for 
determination and for quantitatively and/or qualitatively analyzing each sample flowing 
through the respective flow channel based on the variation of the reflected light intensity 
of the diffraction grating surface selected for each flow channel, which is not required 
by the apparatuses of Groups V-VIII and XI-XIII. Therefore, the apparatuses of Groups 
V-VIII and XI-XIV have different modes of operation. 

23. Inventions I, XV, and XVI are independent and patentably distinct. Inventions are 
unrelated if it can be shown that they are not disclosed as capable of use together and 
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they have different modes of operation, different functions, or different effects (MPEP § 
806.04, MPEP § 808.01). In the instant case the product of Group I includes a groove 
pitch and a groove orientation of each diffraction grating surface, in addition to an angle 
that each diffraction grating surface forms with a predetermined reference plane, are 
adjusted in such a manner that when the diffraction grating surfaces are projected onto 
a predetermined projection plane, the groove orientations in the projection plane are 
identical while the groove pitches in the projection plane are different among the 
diffraction grating surfaces, which are not required by the products of Groups XV and 
XVI. The product of Group XV includes a diffraction grating curved surface having a 
curved surface form in a convex shape whose-light irradiated side bulges out, which is 
not required by the products of Groups I and XVI. The product of Group XVI includes a 
resonance area having a plurality of continuous areas discretely formed on a sensor 
surface disposed on a same plane or a same plane partially having a gently curved 
surface, which is not required by the products of Groups I and XV. Therefore, the 
products of Groups I, XV, and XVI have different modes of operation. 

24. Inventions XV, XVI and II are related as product and process of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: (1 ) 
the process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case product as 
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claimed can be used in a materially different process. For example, products of Groups 
XV and XVI can be used with methods of Groups III, IV, IX and X. 

25. Inventions XV, XVI and III are related as product and process of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: (1 ) 
the process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case product as 
claimed can be used in a materially different process. For example, products of Groups 
XV and XVI can be used with methods of Groups II, IV, IX and X. 

26. Inventions XV, XVI and IV are related as product and process of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: (1 ) 
the process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case product as 
claimed can be used in a materially different process. For example, products of Groups 
XV and XVI can be used with methods of Groups II, III, IX and X. 

27. Inventions XV, XVI and IX are related as product and process of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: (1 ) 
the process for using the product as claimed can be practiced with another materially 
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different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case product as 
claimed can be used in a materially different process. For example, products of Groups 
XV and XVI can be used with methods of Groups ll-IV and X. 

28. Inventions XV, XVI and X are related as product and process of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: (1 ) 
the process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case product as 
claimed can be used in a materially different process. For example, products of Groups 
XV and XVI can be used with methods of Groups ll-IV and X. 

29. Inventions XV, XVI and V are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1 ) the combination as 
claimed does not require the particulars of the subcombination as claimed for 
patentability, and (2) that the subcombination has utility by itself or in other 
combinations (MPEP § 806.05(c)). In the instant case, the combination as claimed 
does not require the particulars of the subcombination as claimed because the 
combination as claimed does not require the particulars of the subcombination as 
claimed for patentability. For example, the apparatus of Group V can be used with the 
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surface plasmon resonance sensor chip of Group I. The subcombination has separate 
utility such as use in apparatuses of Groups VI-VIII and XI-XIV. 

30. Inventions XV, XVI and VI are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as 
claimed does not require the particulars of the subcombination as claimed for 
patentability, and (2) that the subcombination has utility by itself or in other 
combinations (MPEP § 806.05(c)). In the instant case, the combination as claimed 
does not require the particulars of the subcombination as claimed because the 
combination as claimed does not require the particulars of the subcombination as 
claimed for patentability. For example, the apparatus of Group VI can be used with the 
surface plasmon resonance sensor chip of Group I. The subcombination has separate 
utility such as use in apparatuses of Groups V, VII, VIII, and XI-XIV. 

31 . Inventions XV, XVI and VII are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1 ) the combination as 
claimed does not require the particulars of the subcombination as claimed for 
patentability, and (2) that the subcombination has utility by itself or in other 
combinations (MPEP § 806.05(c)). In the instant case, the combination as claimed 
does not require the particulars of the subcombination as claimed because the 
combination as claimed does not require the particulars of the subcombination as 
claimed for patentability. For example, the apparatus of Group VII can be used with the 
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surface plasmon resonance sensor chip of Group I. The subcombination has separate 
utility such as use in apparatuses of Groups V, VI, VIII, and XI-XIV. 

32. Inventions XV, XVI and VIII are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as 
claimed does not require the particulars of the subcombination as claimed for 
patentability, and (2) that the subcombination has utility by itself or in other 
combinations (MPEP § 806.05(c)). In the instant case, the combination as claimed 
does not require the particulars of the subcombination as claimed because the 
combination as claimed does not require the particulars of the subcombination as 
claimed for patentability. For example, the apparatus of Group VIII can be used with the 
surface plasmon resonance sensor chip of Group I. The subcombination has separate 
utility such as use in apparatuses of Groups V-VII and XI-XIV. 

33. Inventions XV, XVI and XI are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1 ) the combination as 
claimed does not require the particulars of the subcombination as claimed for 
patentability, and (2) that the subcombination has utility by itself or in other 
combinations (MPEP § 806.05(c)). In the instant case, the combination as claimed 
does not require the particulars of the subcombination as claimed because the 
combination as claimed does not require the particulars of the subcombination as 
claimed for patentability. For example, the apparatus of Group XI can be used with the 
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surface plasmon resonance sensor chip of Group I. The subcombination has separate 
utility such as use in apparatuses of Groups V-VIII, and XII-XIV. 

34. Inventions XV, XVI and XII are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as 
claimed does not require the particulars of the subcombination as claimed for 
patentability, and (2) that the subcombination has utility by itself or in other 
combinations (MPEP § 806.05(c)). In the instant case, the combination as claimed 
does not require the particulars of the subcombination as claimed because the 
combination as claimed does not require the particulars of the subcombination as 
claimed for patentability. For example, the apparatus of Group XII can be used with the 
surface plasmon resonance sensor chip of Group I. The subcombination has separate 
utility such as use in apparatuses of Groups V-VIII, XI, XIII, and XIV. 

35. Inventions XV, XVI and XIII are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as 
claimed does not require the particulars of the subcombination as claimed for 
patentability, and (2) that the subcombination has utility by itself or in other 
combinations (MPEP § 806.05(c)). In the instant case, the combination as claimed 
does not require the particulars of the subcombination as claimed because the 
combination as claimed does not require the particulars of the subcombination as 
claimed for patentability. For example, the apparatus of Group XIII can be used with the 
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surface plasmon resonance sensor chip of Group I. The subcombination has separate 
utility such as use in apparatuses of Groups V-VIII, XI, XII, and XIV. 

36. Inventions XV, XVI and XIV are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as 
claimed does not require the particulars of the subcombination as claimed for 
patentability, and (2) that the subcombination has utility by itself or in other 
combinations (MPEP § 806.05(c)). In the instant case, the combination as claimed 
does not require the particulars of the subcombination as claimed because the 
combination as claimed does not require the particulars of the subcombination as 
claimed for patentability. For example, the apparatus of Group XIV can be used with 
the surface plasmon resonance sensor chip of Group I. The subcombination has 
separate utility such as use in apparatuses of Groups V-VIII, and XI-XIII. 

37. Because these inventions are distinct for the reasons given above, have acquired 
a separate status in the art because of their recognized divergent subject matter, and 
searches for one group are not required by the others, restriction for examination 
purposes as indicated is proper. 

38. Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 
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39. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

40. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Unsu Jung whose telephone number is 571-272-8506. 
The examiner can normally be reached on M-F: 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Long Le can be reached on 571-272-0823. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





LONG V. LE 



Unsu Jung, Ph.D. 



SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CEOTEfs 1GC0 



